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DETAILED ACTION 



1 . This action is responsive to communications: Amendment, filed 13 October 
2006, to the Original Application filed 16 January 2004. 

2. The rejection of claims 3-4, 14-15, 17, 20, 23-24 under 35 U.S.C. 112, second 
paragraph, has been withdrawn as necessitated by amendment. 

3. Claims 1-35 remain rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

4. The rejection of claims 1-35 under 35 U.S.C. 103(a) as being unpatentable over 
Allam (U.S. Publication 2004/0139400 A1) has been withdrawn as necessitated by 
amendment and submission of evidence under 37 CFR 1.131. 



5. Claims 1-35 are pending. Claims 1, 11, 21, and 31 are independent claims. 
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Response to Arguments 

6. Applicant's arguments filed 1 3 October 2006 regarding the rejection of claims 1 - 
35 under 35 U.S.C. 101 have been fully considered but they are not persuasive. 

The Office maintains that independent claims 1 , 1 1 , 21 , and 31 do not produce a 
concrete, useful and tangible result to form the basis of statutory subject matter under 
35 USC 101. One technique for satisfying the requirements of 35 USC 1 01 is to clearly 
show a concrete, useful and tangible result, such as displaying a result to a user on a 
computer display device. 

Affidavits/Declarations 

7. The declarations filed on 1 3 October 2006 under 37 CFR 1 . 1 31 is sufficient to 
overcome the Allam reference. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 1-35 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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Regarding independent claims 11 and 21, the language of these claims merely 
describes a computer program per se. As such, this raises a question as to whether the 
claim is directed merely to an abstract idea that is not tied to a technological art, 
environment or machine, which would result in a practical application producing a 
concrete, useful and tangible result to form the basis of statutory subject matter under 
35 USC 101. 

One technique for satisfying the requirements of 35 USC 101 is to claim code 
residing in memory (i.e., hardware), wherein that code produces a tangible result, such 
as displaying a result on a computer display device. 

Regarding independent claims 1 and 31, the language of these claims merely 
describes non-functional descriptive material. As such, this raises a question as to 
whether the claims are directed merely to an abstract idea that is not tied to a 
technological art, environment or machine, which would result in a practical application 
producing a concrete, useful and tangible result to form the basis of statutory subject 
matter under 35 USC 101. 

One technique for satisfying the requirements of 35 USC 101 is to claim code 
residing in memory (i.e., hardware), wherein that code produces a tangible result, such 
as displaying a result on a computer display device. 

Dependent claims 2-10, 12-20, 22-30, and 32-35 are dependent upon claims 1, 
11,21, and 31 , respectively, and do not add any limitations that would render the claims 
statutory under 35 USC 101. Therefore, these claims are likewise rejected. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1-10 and 21-30 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding independent claim 1, it is unclear as to whether the bibliographical 
information recited in line 5, as "the- bibliographical information" is the same 
bibliographical information recited in line 6, as "its associated bibliographical information 
linked thereto". 

Regarding independent claim 21, it is unclear as to whether the bibliographical 
data recited in line 8, as "the bibliographical data" is the same bibliographical data 
recited in line 9, as "its associated bibliographical data linked thereto". 

Dependent claims 2-10 and 22-30 are rejected for fully incorporating the 
deficiencies of the claims from which they depend. 
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Claim Rejections • 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-10 and 21-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jones (U.S. Patent 6,493,731 B1) in view of Microsoft Word. 

As per independent claims 1 and 21 and dependent claims 2 and 22, Jones 
teaches a data processing system including a method for automatically providing 
bibliographical information associated with content including associating bibliographical 
information with content on an electronic page (See Jones, Figure 4, and Column 3, 
lines 5-12). 

Jones does not teach expressly creating a copy of the content and dynamically 
including the bibliographical information within the copy of the content responsive to a 
copy function performed on the content, where the copy is created with its associated 
bibliographical information linked thereto. Microsoft Word teaches copying into a buffer 
from one document and pasting an object into a second document, where the source 
information is incorporated into the second document and is displayed, such as copying 
the "text" with a footnote using the copy command to a clipboard/buffer (See Microsoft 
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Word, Figure 1) and doing a paste operation of the copied word "text", yielding the 
source information as footnoted being copied from Microsoft Word Figure 1 to Figure 2. 

Jones further teaches storing documents (See Jones, Abstract). 

Jones and Microsoft Word are analogous art because they are from the same 
field of endeavor of editing electronic textual data. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify Jones to include copying from one document and pasting into another 
such that footnote information is also copied and pasted along with the copy/paste 
actions and displayed in the new document as taught by Microsoft Word. The 
motivation for doing this would have been to identify metadata about contents in a 
document and associate the metadata with the content (See Jones, Abstract) 
Therefore, it would have been obvious to combine Microsoft Word with Jones for the 
benefit of identifying metadata about contents in a document and associating the 
metadata with the content to obtain the invention as specified in claims 1-2 and 21-22. 

As per dependent claims 3 and 23, Jones and Microsoft Word teach the 
limitations of claims 2 and 22 as described above. Jones also teaches requesting user 
selection of whether the bibliographical information should be inserted within the 
bibliographical section, and in response to requesting user selection to insert the 
information, updating a bibliographical section with the information, where when the 
user does not select insertion of the bibliographical information, the bibliographical 
section is not updated with the bibliographical information (See Jones, Figure 7, 
element 728, and Column 10, lines 14-16). 
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As per dependent claims 4 and 24, Jones and Microsoft Word teach the 
limitations of claims 3 and 23 as described above. Microsoft Word also teaches that the 
bibliographical information is tagged with an identifier, such as the number 1 preceding 
the word "text" at the bottom of Figure 1 (See Microsoft Word, Figure 1 ) and that the 
identifier is displayed with the copy of the content, such as the number 1 succeeding the 
phrase "This is Document text" in Figure 1 (See Microsoft Word, Figure 1). Jones also 
teaches that the content is selectable by a user and that the bibliographical information 
is displayed in response to the identifier being selected by the user (See Jones, Column 
8, lines 8-14). Jones and Microsoft Word are analogous art because they are from the 
same field of endeavor of editing electronic textual data. At the time of the invention it 
would have been obvious to one of ordinary skill in the art to modify Jones to include 
displaying identifiers with the content and the bibliographical information, as taught by 
Microsoft Word. The motivation for doing this would have been to identify metadata 
about contents in a document and associate the metadata with the content (See Jones, 
Abstract) Therefore, it would have been obvious to combine Microsoft Word with Jones 
for the benefit of identifying metadata about contents in a document and associating the 
metadata with the content to obtain the invention as specified in claims 4 and 24. 

As per dependent claims 5 and 25, Jones and Microsoft Word teach the 
limitations of claims 2 and 22 as described above. Jones also teaches requesting user 
selection whether the bibliographical information is to be edited before insertion within 
the bibliographical section (See Jones, Figure 7, element 738, and Column 10, lines 25- 
29). 
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As per dependent claims 6 and 26, Jones and Microsoft Word teach the 
limitations of claims 5 and 25 as described above. Jones also teaches enabling the 
user to delete portions of the bibliographical information, and when a specified portion of 
the bibliographical information is designed for non-deletion, disabling a delete option for 
that specified portion (See Jones, Column 10, lines 29-39). 

As per dependent claims 7 and 27, Jones and Microsoft Word teach the 
limitations of claims 6 and 26 as described above. Jones also teaches automatically 
deleting the content from the document when the specified portion of the bibliographical 
information is deleted (See Jones, Column 10, lines 10-17). 

As per dependent claims 8 and 28, Jones and Microsoft Word teach the 
limitations of claims 1 and 21 as described above. Jones also teaches generating the 
content utilizing metadata and associating the bibliographical information as metatags 
within the metadata (See Jones, Column 2, line 67, and Column 3, lines 1-4). 

As per dependent claims 9 and 29, Jones and Microsoft Word teach the 
limitations of claims 1 and 21 as described above. Jones also teaches that the 
bibliographical information includes name of author (See Jones, Figure 4, element 407). 

As per dependent claims 10 and 30, Jones and Microsoft Word teach the 
limitations of claims 1 and 21 as described above. Microsoft Word also teaches that the 
bibliographical information is tagged with an identifier, or a comment, such as the 
number 1 preceding the word "text" at the bottom of Figure 1 (See Microsoft Word, 
Figure 1 ) and that the identifier or comment is displayed with the copy of the content, 
such as the number 1 succeeding the phrase "This is Document text" in Figure 1 (See 
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Microsoft Word, Figure 1 ). Jones and Microsoft Word are analogous art because they 
are from the same field of endeavor of editing electronic textual data. At the time of the 
invention it would have been obvious to one of ordinary skill in the art to modify Jones to 
include displaying identifiers or comments with the content and the bibliographical 
information, as taught by Microsoft Word. The motivation for doing this would have 
been to identify metadata about contents in a document and associate the metadata 
with the content (See Jones, Abstract). Therefore, it would have been obvious to 
combine Microsoft Word with Jones for the benefit of identifying metadata about 
contents in a document and associating the metadata with the content to obtain the 
invention as specified in claims 10 and 30. 



1 1 . Claims 11-19 and 31 -35 are rejected under 35 U.S. C. 1 03(a) as being 
unpatentable over Jones (U.S. Patent 6,493,731 B1 ) in view of Microsoft Word and 
Burner (U.S. Patent 6,282,548 B1). 

As per independent claims 11 and 31 and dependent claims 12-13, Jones 
teaches a system including a processor and memory coupled to the processor and 
including thereon program code (See Jones, Column 5, lines 57-65). 

Jones also teaches including bibliographical information tracking mechanisms, 
such as using metadata (See Jones, Figure 4, and Column 3, lines 5-12). 
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Jones does not teach expressly a web browser allowing a user to select and 
copy content and a content editor for inserting content. 

Burner teaches a web browser for displaying a web page (See Burner, Figure 1 , 
element 130). It was well known in the art at the time of the invention that a web 
browser provides a mechanism for a user to select and copy content from a web page, 
such as using a standard cut and paste function. 

Microsoft Word is a content editor and teaches copying into a buffer from one 
document and pasting an object into a second document, where the source information 
is incorporated into the second document and is displayed, such as copying the "text" 
with a footnote using the copy command to a clipboard/buffer (See Microsoft Word, 
Figure 1) and doing a paste operation of the copied word "text", yielding the source 
information as footnoted being copied from Microsoft Word Figure 1 to Figure 2. 

Jones, Burner, and Microsoft Word are analogous art because they are from the 
same field of endeavor of editing electronic textual data. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify Jones to include displaying a web page containing metadata as taught 
by Burner and copying from one document and pasting into another such that footnote 
information is also copied and pasted along with the copy/paste actions and displayed 
in the new document as taught by Microsoft Word. The motivation for doing this would 
have been to identify metadata about contents in a document and associate the 
metadata with the content (See Jones, Abstract, and Burner, Abstract) Therefore, it 
would have been obvious to combine Microsoft Word with Jones for the benefit of 
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identifying metadata about contents in a document and associating the metadata with 
the content to obtain the invention as specified in claims 11-13 and 31 . 

As per dependent claim 14, Jones, Burner, and Microsoft Word teach the 
limitations of claim 12 as described above. Jones also teaches requesting user 
selection of whether the bibliographical information should be inserted within the 
bibliographical section, and in response to requesting user selection to insert the 
information, updating a bibliographical section with the information, where when the 
user does not select insertion of the bibliographical information, the bibliographical 
section is not updated with the bibliographical information (See Jones, Figure 7, 
element 728, and Column 10, lines 14-16). 

As per dependent claim 15, Jones, Burner, and Microsoft Word teach the 
limitations of claims 3 and 23 as described above. Microsoft Word also teaches that the 
bibliographical information is tagged with an identifier, such as the number 1 preceding 
the word "text" at the bottom of Figure 1 (See Microsoft Word, Figure 1 ) and that the 
identifier is displayed with the copy of the content, such as the number 1 succeeding the 
phrase "This is Document text" in Figure 1 (See Microsoft Word, Figure 1). Jones also 
teaches that the content is selectable by a user and that the bibliographical information 
is displayed in response to the identifier being selected by the user (See Jones, Column 
8, lines 8-14). Jones, Burner and Microsoft Word are analogous art because they are 
from the same field of endeavor of editing electronic textual data. At the time of the 
invention it would have been obvious to one of ordinary skill in the art to modify Jones 
and Burner to include displaying identifiers with the content and the bibliographical 
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information, as taught by Microsoft Word. The motivation for doing this would have 
been to identify metadata about contents in a document and associate the metadata 
with the content (See Jones, Abstract) Therefore, it would have been obvious to 
combine Microsoft Word with Jones and Burner for the benefit of identifying metadata 
about contents in a document and associating the metadata with the content to obtain 
the invention as specified in claim 15. 

As per dependent claim 16, Jones, Burner, and Microsoft Word teach the 
limitations of claim 13 as described above. Jones also teaches requesting user 
selection whether the bibliographical information is to be edited before insertion within 
the bibliographical section (See Jones, Figure 7, element 738, and Column 10, lines 25- 
29). 

As per dependent claim 17, Jones, Burner, and Microsoft Word teach the 
limitations of claim 14 as described above. Jones also teaches enabling the user to 
delete portions of the bibliographical information, and when a specified portion of the 
bibliographical information is designed for non-deletion, disabling a delete option for that 
specified portion (See Jones, Column 10, lines 29-39). 

As per dependent claim 18, Jones, Burner, and Microsoft Word teach the 
limitations of claims 1 and 21 as described above. Jones also teaches generating the 
content utilizing metadata and associating the bibliographical information as metatags 
within the metadata (See Jones, Column 2, line 67, and Column 3, lines 1-4). 
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As per dependent claim 19, Jones, Burner, and Microsoft Word teach the 
limitations of claims 1 and 21 as described above. Jones also teaches that the 
bibliographical information includes name of author (See Jones, Figure 4, element 407). 

As per dependent claims 20 and 32, Jones, Burner, and Microsoft Word teach 
the limitations of claims 18 and 31 as described above. Microsoft Word also teaches 
that the bibliographical information is tagged with an identifier, or a comment, such as 
the number 1 preceding the word "text" at the bottom of Figure 1 (See Microsoft Word, 
Figure 1 ) and that the identifier or comment is displayed with the copy of the content, 
such as the number 1 succeeding the phrase "This is Document text" in Figure 1 (See 
Microsoft Word, Figure 1 ). Jones, Burner, and Microsoft Word are analogous art 
because they are from the same field of endeavor of editing electronic textual data. At 
the time of the invention it would have been obvious to one of ordinary skill in the art to 
modify Jones and Burner to include displaying identifiers or comments with the content 
and the bibliographical information, as taught by Microsoft Word. The motivation for 
doing this would have been to identify metadata about contents in a document and 
associate the metadata with the content (See Jones, Abstract). Therefore, it would 
have been obvious to combine Microsoft Word with Jones and Burner for the benefit of 
identifying metadata about contents in a document and associating the metadata with 
the content to obtain the invention as specified in claims 20 and 32. 

As per dependent claim 33, Jones, Burner, and Microsoft Word teach the 
limitations of claim 31 as described above. Jones also teaches that the bibliographic 
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identifier includes metatags linked to the bibliographical data (See Jones, Column 2, line 
67, and Column 3, lines 1-4). 

As per dependent claim 34, Jones, Burner, and Microsoft Word teach the 
limitations of claim 31 as described above. Jones also teaches selecting at least one 
level of deletion capability for the bibliographic identifier, where a first level allows a 
copier to separate and delete the bibliographical data from the content and a second 
level prevents removal of the bibliographical data by a copier (See Jones, Figure 7, 
elements 724 and 736). 

As per dependent claim 35, Jones, Burner, and Microsoft Word teach the 
limitations of claim 31 as described above. Jones also teaches enabling a copy tracking 
mechanism within the bibliographic identifier, where an Internet identification (ID) of a 
copier of the content is recorded at a computer on which the web page is hosted (See 
Jones, Column 3, lines 7-12). 



Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

• Keohane (U.S. Publication 2003/0229858 A1 ) discloses a method and 
apparatus for providing source information from an object originating from 
a first document and inserted into a second document. 
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1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laurie Ries whose telephone number is (571 ) 272-4095. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon, can be reached at (571) 272-4136. 

14. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
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